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DETAILED ACTION 
Drawings 

1 . The drawings are objected to under 37 CFR 1 .83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the embodiments as set forth in 
claims 7 and 9 must be shown or the feature(s) canceled from the claim(s). No new matter 
should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
must be removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the applicant will 
be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 112 

2. Claims 7 and 9 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not described 
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in the specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. The specification fails to 
provide enablement for the embodiment in claims 7 and 9 where the detached upper member and 
leg member each "are operatively related to have a second combined function as a novelty item" 
and where the second function of the detached upper portion is either a wearable jewelry item or 
a picture frame. 

3. Claims 7 and 9 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

In claims 7 and 9, it is unclear how the detached upper member and the leg member are 
each "are operatively related to have a second combined function as a novelty item" when the 
second function of the detached upper member is a wearable jewelry item (cl. 7) or a picture 
frame (cl. 9). No description can be found in the specification for either of the embodiments of 
claim 7 or 9 as now claimed. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 
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5. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by either Wall (fig. 5 
emb) or Gould. 

Wall discloses a device with an upper member 102 and a leg 1 12 connected by a 
connecting means, i.e. the section of material connecting the leg to the upper member. The 
connecting means in Wall is considered a "thin-walled member" insofar as the section of 
material is thinner than the wall of the upper member in Wall. The leg is considered to be 
capable of being detached by breaking the leg from the upper member. No distinction is seen 
between the claimed device and that shown in Wall as a result of the claimed operative 
relationship of the leg member and the upper member when they are detached, i.e. the leg 
member and upper member could be used, e.g. as a toy cauldron with the leg member forming a 
stirring stick. 

Gould discloses a device including an upper member 20 and at least one leg 26 
detachably connected to the upper member by connecting means 24 which constitutes a thin- 
walled member. No distinction is seen between the device claimed and that of Gould as a result 
of the claimed operative relationship of the detached upper member 20 and the leg, i.e. the upper 
member 20 is considered capable of being used as a top via the permanently connected member 
26 and the leg 26 (along with the section 22) could be used as a target for the child or user to aim 
the top at. 

6. Claims 1 and 20, and claim 9, as best understood in view of paragraphs 1-3 above, are 
rejected under 35 U.S.C. 102(e) as being anticipated by Steck et al. Steck et al discloses a device 
including an upper member 3 and a leg 5. The upper member includes a raised portion around a 
central area which is considered to be capable of receiving a picture and acting as a picture 
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frame. Also, the connecting portion or member between the leg and the upper member 3, i.e. the 
bond is considered to be thin-walled as claimed. With respect to claim 20, the upper member 3 
in Steck et al is planar and formed in one piece as claimed. With respect to claims 1 and 9, it is 
noted that no distinction is seen between the device claimed and that in Steck et al as a result of 
the claimed operative relationship of the detached upper member 3 and the at least one leg 5, i.e. 
each member could be used, e.g. as a toy creating an impression in play-dough by a child or they 
could be used to hold portions of a picture in each framed portion. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 13, 18 and 21, and claim 7, as best understood in view of paragraphs 1-3 above, 
are rejected under 35 U.S.C. 103(a) as being unpatentable over Gould in view of Beck et al. 
Gould discloses all structure of the claimed device except formation of indicia on the upper 
member. Beck et al teaches that it is known to make a container support with indicia on the 
upper flat portion of the upper surface. It would have been obvious to make the upper member 
in Gould with indicia as taught by Beck et al to enhance the advertising effect of the device. No 
distinction is seen between the claimed device and that of Gould as a result of the claimed 
intended use of the device, when separated, as a flyable disc, wearable jewelry, miniature toy or 
spinnable top, i.e. the disc 20 in Gould is considered capable of being used as any one of these 
items. With respect to the intended use as wearable jewelry, it is noted that the permanent leg 26 
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in Gould could be inserted within a button hole of a shirt. With respect to the intended use as a 
miniature toy, it is noted that a miniature toy is considered to be any small item with which a 
child can play. 

Allowable Subject Matter 

9. Claims 2, 4-6, 1 1, 12, 16 and 22 are allowed. 

Response to Arguments 

10. Applicant's arguments filed 27 June 2006 have been fully considered but they are not 
persuasive. 

With respect to the patent to Wall, the remarks assert that the patent does not disclose a 
device including a thin-walled member interconnecting the upper member and leg member or 
that each of the detached upper member and detached leg member are operatively related to have 
a combined function as a novelty item. The assertion is also made that if a leg were detached 
from the container in Wall, the container would be destroyed. 

In response, the section of the leg in Wall immediately adjacent the container is 
considered a "thin-walled member" as claimed. The section is thin-walled insofar as it has a 
thinner cross section than the container. The leg member is detachably connected along this 
section insofar as the thin-walled section is capable of being detached, e.g. by taking a knife and 
detaching the leg member along the section. Such detachment would not result in the container 
being destroyed as asserted by Applicant. The intended detachment would result in a novelty 
item, i.e. an item which is novel, e.g. a toy cauldron or container with a stirring stick where the 
functions of the leg member and the upper member are "operatively related" when such 
detachment is desired. As a result, no distinction is seen between the device claimed and that 



Application/Control Number: 1 0/762,64 1 Page 7 

Art Unit: 3727 

shown in Wall. It is noted that the remarks appear to be" indicating that, for a prior art reference 
to anticipate a product, it must set forth the claimed intended use. This is incorrect. Patent law is 
clear with respect to the fact that the patentability of a product is not dependent upon its intended 
use. If the prior art device meets all structural limitations within the claim and is capable of the 
claimed intended use, there is no distinction between the product claimed and that within the 
prior art. 

With respect to the patent to Gould, the remarks assert that at least one of the legs in 
Gould is not capable of detachment along a thin-walled member and that, when detached, that 
the detached leg member and upper member are "operatively related to have a second combined 
function as a novelty item". 

In response, Gould clearly anticipates a thin-walled member 24 allowing separation of at 
least one of the leg members 26 from the upper member 20. The remarks appear to be asserting 
that since the member 22 is intermediate the thin walled member 24 and the leg 26, the leg 
member cannot be detached from the upper member 20. In response, claim 1 does not preclude 
other elements. The device is set forth as "comprising" the claimed elements. Also, the leg 
member in claim 1 could also include the member 22. Nothing within claim 1 precludes the leg 
member to being a particular shape or configuration. With respect to the intended combined 
function of the device when it is desired to detach the leg member and the upper member, the 
detached elements are capable of being used together as indicated in paragraph 5 above. 

With respect to the patent to Steck et al, the remarks assert that at least one of the legs in 
Steck et al is not capable of detachment along a thin-walled member and that, when detached, 
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that the detached leg member and upper member are "operatively related to have a second 
combined function as a novelty item". 

In response, Steck et al discloses a thin-walled connection or member formed by the 
bond between one of the legs 4 and the upper member 3. No distinction is seen between the 
claimed thin-walled member and the connecting bond in Steck et al. With respect to the 
intended combined function of the device when it is desired to detach the leg member and the 
upper member, the detached elements are capable of being used together as indicated in 
paragraph 6 above. Note is also made with respect to claim 20 that the upper member 3 in Steck 
et al is clearly "one-piece" as is now claimed. 

Conclusion 

In order to reduce pendency and avoid potential delays, Technology Center 3700 is 
encouraging FAXing of responses in Office Actions to (571)273-8300. This practice may be 
used for filing papers not requiring a fee. It may also be used for filing papers which require a 
fee by Applicants who authorize charges to a PTO deposit account. Please identify the Examiner 
and art unit at the top of your cover sheet. 

Information regarding the status of an application may be obtained form the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. Also, copies of an office action or other file 
information may be obtained from the Private PAIR system. For more information about the 
PAIR system, see http://pair-direct.uspto.gov . Should you have questions regarding access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Any inquiry concerning this communication or earlier communication from the 
Examiner should be directed to Gary Elkins at telephone number (57 1 )272-4537. The Examiner 
can normally be reached Monday through Thursday. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Mr. Nathan Newhouse can be reached at (571)272-4544. 
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